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3) \3 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 
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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, 
including the fee set forth in 37 CFR 1.17(e), was filed in this 
application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the 
fee set forth in 37 CFR 1.17(e) has been timely paid, the 
finality of the previous Office action has been withdrawn 
pursuant to 37 CFR 1.114. Applicant's submission filed on 
November 17, 2 003 has been entered. 

REPEATED REJECTIONS 

2. The 35 U.S.C. 102 rejections of claims 1-11 and 25-26 as 
anticipated by Ageheim et al are repeated for the reasons 
previously of record in the Office Action mailed May 15, 2003, 
Page 3 Paragraph 5. 

Regarding the newly added limitation based on the Fedors' 
formula, EVOH copolymer, polyamide, aliphatic polyketone, and 
polyester have a solubility parameter greater than 11, and even 
though Ageheim et al teaches that the barrier material also 
comprises a polyolefin, the scope of the claim is open language 
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and only requires that a polymer having a solubility parameter 
greater than 11 be comprised in the barrier material, 

3. The 35 U.S.C. 103 rejection of claim 19 over Ageheim et al 
is repeated for the reasons previously of record in the Office 
Action mailed May 15, 2003, Pages 4-5 Paragraph 6. 

Regarding the newly added limitation based on the Fedors' 
formula, EVOH copolymer, polyamide, aliphatic polyketone, and 
polyester have a solubility parameter greater than 11, and even 
though Ageheim et al teaches that the barrier material also 
comprises a polyolefin, the scope of the claim is open language 
and only requires that a polymer having a solubility parameter 
greater than 11 be comprised in the barrier material. 

4. The 35 U.S.C. 103 rejections of claims 15 and 23-24 over 
Ageheim et al in view of Hata et al are repeated for the reasons 
previously of record in the Office Action mailed May 15, 2 003, 
Pages 5-7 Paragraph 7. 

Regarding the newly added limitation based on the Fedors' 
formula, EVOH copolymer, polyamide, aliphatic polyketone, and 
polyester have a solubility parameter greater than 11, and even 
though Ageheim et al teaches that the barrier material also 
comprises a polyolefin, the scope of the claim is open language 
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and only requires that a polymer having a solubility parameter 
greater than 11 be comprised in the barrier material. 



5. The 35 U.S.C. 103 rejection of claim 22 over Ageheim et al 
in view of Kido is repeated for the reasons previously of record 
in the Office Action mailed May. 15, 2003, Pages 7-8 Paragraph 8. 

Regarding the newly added limitation based on the Fedors' 
formula, EVOH copolymer, polyamide, aliphatic polyketone, and 
polyester have a solubility parameter greater than 11, and even 
though Ageheim et al teaches that the barrier material also 
comprises a polyolefin, the scope of the claim is open language 
and only requires that a polymer having a solubility parameter 
greater than 11 be comprised in the barrier material. 



NEW REJECTIONS 
Double Patenting 

The nonstatutory double patenting rejection is based on a 
judicially created doctrine grounded in public policy (a policy 
reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by 
a patent and to prevent possible harassment by multiple 
assignees. See In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 
(Fed. Cir. 1993); In re Longi , 759 F.2d 887, 225 USPQ 645 (Fed. 
Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619> (CCPA 1970) ;and, 
In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 
CFR 1.321(c) may be used to overcome an actual or provisional 
rejection based on a nonstatutory double patenting ground 
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provided the conflicting application or patent is shown to be 
commonly owned with this application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent 
of record may sign a terminal disclaimer. A terminal disclaimer 
signed by the assignee must fully comply with 37 CFR 3.73(b) . 

6. Claims 10-11, 19, 25-29, 31-32, and 34-36 are rejected 

under the judicially created doctrine of obviousness-type double 

patenting as being unpatentable over claims 1 and 13-23 of U.S. 

Patent No. 6,398,059. Although the conflicting claims are not 

identical, they are not patentably distinct from each other 

because Hayashi teaches a shaped article attached to a fuel 

container comprising a laminate of a barrier material in contact 

with a polyolefin substrate. The polyolefin substrate is a 

high-density polyethylene, and the barrier material is formed 

from ethylene -vinyl alcohol, polyamide or aliphatic polyketone, 

or combination thereof. The barrier material has a solubility 

parameter obtained according to Fedors' formula greater than 11. 

The article is formed by injection molding. The component is a 

tube as shown in Figure 1. The ethylene-vinyl alcohol also may 

comprise 50-95% of the barrier material and 5-50% by weight of 

the barrier material is boronic acid-modified polyolefin. 

The claims of Patent ^059 fail to explicitly teach the 

gasoline permeation or gas transmission of the barrier material 

or that the polyolefin has a Fedors' solubility parameter of 

6.7. However, it would have been obvious to one having ordinary 
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skill in the art at the time the applicant's invention was made 
to recognize that a barrier material made from the same 
materials must have the same gasoline permeation and oxygen 
transmission rate, and that according to Fedors' formula the 
solubility parameter of high-density polyethylene is 6.7. Note 
the process limitation of how the barrier material is applied to 
the substrate receives little patentable weight in an article 
claim. 

7. Claims 10-11, 15, 19, 26-32, and 34-36 are provisionally 
rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-15 of 
copending Application No. 09/817,029. Although the conflicting 
claims are not identical, they are not patentably distinct from 
each other because the claims of y 029 teach a co-extrusion blow- 
molded or injection molded fuel container comprising an 
interlayer of barrier resin and inner and outer layers of 
polyolefin as a substrate, and a barrier material in contact 
with the polyolefin with no intervening adhesive layer 
comprising EVOH copolymer, polyamide, aliphatic polyketone, 
polyester, or combinations thereof. According to the Fedors' 
formula the polymers of the barrier material listed above have a 
solubility parameter greater than 11. The barrier material is 
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applied by a flame spray coating process. The polyolefin is 
high-density polyethylene. The barrier material also comprises 
50-95% ethylene vinyl alcohol copolymer and 5-50% by weight of a 
boronic acid-modified polyolefin. The gasoline permeation of 
the barrier material is 100 g 20um/m 2 day at 40 'C and 65%RH. The 
Fedors' solubility parameter for high-density polyethylene is 
6.7. Because the barrier material is made from the same 
materials as the barrier material of the instant invention the 
oxygen transmission rate must be lOOcc 2020um/m 2 day atm at 20 °C 
and 65%RH. 

This is a provisional obviousness -type double patenting 
rejection because the conflicting claims have not in fact been 
patented. 

Claim Objections 

8. Claim 10, 27, and 31-33 are objected to because of the 
following informalities: EVOH should be written in long form as 
ethylene -vinyl alcohol. Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 
U.S.C. 112: 
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The specification shall conclude with one or more claims particularly- 
pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention. 

9. Claims 10-11, 15, 19, and 22-36 are rejected under 35 
U.S.C. 112, second paragraph, as being indefinite for failing to 
•particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Regarding claim 10, the newly added limitation renders the 
claim vague and indefinite because it is not understood whether 
the entire composition of the barrier material has a solubility 
parameter greater than 11, or if the EVOH copolymer , polyamide, 
aliphatic polyketone, or polyester have a solubility parameter 
greater than 11, but can be blended or mixed with other 
polymers. The claim is determined to define the EVOH copolymer, 
polyamide, aliphatic polyketone, or polyester have a solubility 
parameter greater than 11, but based on the comprising language, 
the barrier material can also include other polymers. 

Claims 11, 15, 19, and 22-36 are rejected because they are 
dependent on a rejected claim. 

Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or 
a foreign country or in public use or on sale in this country, more than one 
year prior to the date of application for patent in the United States. 

10. Claims 10, 27-28, 31, and 34-36 are rejected under 35 
U.S.C. 102(b) as being anticipated by SEIT (JP 58-196873 A), 
SEIT anticipates a shaped article comprising a barrier 
material in contact with at least a part of a surface of a 
substrate of a polyolefin wherein no intervening adhesive layer 
is present between barrier material and said surface. The 
substrate is a powdered polyethylene (see abstract) . Applied 
directly to the polyethylene, by electrostatic coating or 
fluidized bed coating, is a powder saponified EVA or ethylene 
vinyl alcohol, alone or combined with polyamide (see abstract) . 
According to Fedors' formula the solubility parameters for 
ethylene -vinyl acetate and polyamide are greater than 11, and 
the solubility parameter for polyethylene is 6.7. Additionally, 
EVOH copolymer and polyamide inherently have a gasoline 
permeation of 100 g 20iam/m 2 day at 40 °C and 65%RH and oxygen 
transmission rate of lOOcc 2020]im/m 2 day atm at 20 °C and 65%RH, 
because polymers having the same composition applied by the same 
method must have the same properties. 
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11. Claims 10, 19, 28, and 34-36 are rejected under 35 
U.S.C. 102(b) as being anticipated by Berteaud et al (USPN 
5, 234, 670) . 

Berteaud et al anticipate a shaped article comprising a 
barrier material in contact with at least a part of a surface of 
a substrate of a polyolefin wherein no intervening adhesive 
layer is present between barrier material and said surface. The 
substrate is high-density polyethylene (col . 7 , 1,57-60). 
Applied directly to the polyethylene, by electrostatic powder 
coating (col. 3, 1.27-29), is a powder polyamide (col. 2, 1.24- 
26). According to Fedors' formula the solubility parameters for 
ethylene- vinyl acetate and polyamide are greater than 11, and 
the solubility parameter for polyethylene is 6.7. Additionally, 
polyamide inherently has a gasoline permeation of 100 g 20pm/m 2 
day at 40 °C and 65%RH and oxygen transmission rate of lOOcc 
2 02 0iim/m 2 day atm at 2 0 °C and 65%RH, because polymers having the 
same composition applied by the same method must have the same 
properties . 

12. Claims 10, 30 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Moens et al (5,639,560) . 

Moens et al anticipate a shaped article comprising a 
barrier material in contact with at least a part of a surface of 
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a substrate of a polyolefin wherein no intervening adhesive 
layer is present between barrier material and said surface* The 
substrate is a polyolefin (col ,12, 1.1-6) . Applied directly to 
the polyolefin, by electrostatic coating or fluidized bed 
coating (col * 11, 1 .46-50) , is a powder polyester (see abstract). 
According to Fedors' formula the solubility parameters for 
polyester are greater than 11. 

13. Claims 10, 29 are rejected under 35 U.S.C. 102(b) as being 
anticipated by George (EP 0,339,742 A2) . 

George anticipates a shaped article comprising a barrier 
material in contact with at least a part of a surface of a 
substrate of a polyolefin wherein no intervening adhesive layer 
is present between barrier material and said surface. The 
substrate is a polyolefin (col. 6, 1.10-15). Applied directly to 
the polyolefin, by flame spraying is a powder aliphatic 
polyketone (see abstract) . According to Fedors' formula the 
solubility parameters for polyester are greater than 11. 

14. Claims 2 7-28, 30, and 36 are rejected under 35 
U.S.C. 102(b) as being anticipate by Ageheim et al (WO 
93/09948) . 
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Ageheim et al anticipate a shaped article in the form of 
tubes and containers for fuel transport and storage (p.l, 1.1- 
10) comprising a barrier material comprising polyamide, 
polyester, or EVOH (p. 3, 1.30-35 and p. 4, 1.1-4) in contact 
with at least a part of a surface of a substrate of a polyolefin 
such as polyethylene or polypropylene (see abstract) . The 
shaped article does not have a layer of adhesive between the 
polyolefin layer and the barrier layer . Note the method of 
applying the barrier material to the substrate or the method of 
making the substrate receives little patentable weight. EVOH 
copolymer, polyamide, aliphatic polyketone, and polyester have a 
solubility parameter greater than 11, and even though Ageheim et 
al teaches that the barrier material also comprises a 
polyolefin, the scope of the claim is open language and only 
requires that a polymer having a solubility parameter greater 
than 11 be comprised in the barrier material. According to 
Fedors' formula polyethylene has a solubility parameter of 6.7. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 
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(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere 
Co., 383 U.S. 1, 148 USPQ 459 (1966), that are applied for 
establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2 . Ascertaining the differences between the prior art and 
the claims at issue. 

3 . Resolving the level of ordinary skill in the pertinent 
art . 

4. Considering objective evidence present in the 
application indicating obviousness or nonobviousness . 

15- Claims 34-35 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Ageheim et al (WO 93/09948) . 

Ageheim et al teach all that is claimed in claim 10 as 

shown above, but fail to explicitly teach the gasoline 

permeation and oxygen transmission rates of the barrier 

material. However, Ageheim et al teach the same polymers for 

the barrier material, and teach that the barrier material is 

restricted to a thickness that obtains the permeation and 

transmission levels required for the article (p. 4, 1.23-35) . 

One of ordinary skill in the art would have recognized that by 

using the same polymers in the barrier material, the thickness 
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of the layer would be determined in order to lower the gasoline 
permeation and oxygen transmission rate to the level needed for 
the intended end product, as taught by Ageheim et al . 

Therefore, it would have been obvious to one having 
ordinary skill in the art to change the thickness of the barrier 
layer of the shaped article so that the gasoline permeation of 
the barrier material is 100 g 20|im/m 2 day at 40 °C and 65%RH and 
the oxygen transmission rate is lOOcc 2020um/m 2 day atm at 20 °C 
and 65%RH when using the same polymers to from the barrier layer 
as the instant invention, as taught by Ageheim et al . 

ANSWERS TO APPLICANT'S ARGUMENTS 

16. Applicant's arguments regarding the 35 U.S.C. 102 
rejections of claims 10-11 and 25-26 as anticipated by Ageheim 
et al have been fully considered but they are not persuasive. 

In response to applicants argument that the references 
fail to show certain features of applicant's invention, it is 
noted that the features upon which applicant relies (i.e., that 
the barrier layer and substrate layer must not be compatible) 
are not recited in the rejected claim (s) . Although the claims 
are interpreted in light of the specification, limitations from 
the specification are not read into the claims. See In re Van 
Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993) ♦ In this 
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case, although Ageheim does teach that the barrier layer and 
substrate layer must be compatible, the claims do not state that 
the layers can't be compatible. Furthermore, although the 
limitation was added that at least one of the polymers in the 
barrier material must be selected from EVOH, polyamide, 
polyketone, polyester or combinations thereof, having a 
solubility parameter greater than 11, the scope of the claim 
does not limit the entire barrier material to having a 
solubility parameter greater than 11, therefore the scope of the 
claim allows for other polymers having a solubility parameter 
under 11 to be incorporated in the barrier material.. 

17. Applicant's arguments regarding the 35 U.S.C. 103 rejection 
of claim 19 over Ageheim et al have been fully considered but 
they are not persuasive . 

In response to applicant's argument that Ageheim fails to 
teach that the layers are incompatible, see the response above 
for the 35 U.S.C. 102 rejections. 

18. Applicant's arguments regarding the 35 U.S.C. 103 
rejections of claims 15 and 23-24 over Ageheim et al in view of 
Hata et al have been fully considered but they are not 
persuasive. 
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In response to applicant's argument that Ageheim fails to 
teach that the layers are incompatible, see the response above 
for the 35 U.S.C. 102 rejections. 

19. Applicant's arguments regarding the 35 U.S.C. 103 rejection 
of claim 22 over Ageheim et al in view of Kido have been fully 
considered but they are not persuasive. 

In response to applicant's argument that Ageheim fails to 
teach that the layers are incompatible, see the response above 
for the 35 U.S.C. 102 rejections. 

Conclusion 

20. The prior art made of record and not relied upon is 
considered pertinent to applicant's disclosure. Moens et al 
(USPN 6,384,102); Arai et al (USPN 6,632,487). 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to 
Christopher P Bruenjes whose telephone number is 571-272-1489. 
The examiner can normally be reached on Monday thru Friday from 
8 : 00am- 4 : 3 0pm. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Harold Pyon can be 
reached on 571-272-1498. The fax phone number for the 
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organization where this application or proceeding is assigned is 
703-872-9306. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Christopher P Bruenjes ^^^i 



Examiner 

Art Unit 1772 




February 13, 2 004 




